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DETAILED ACTION 

1 . This Office Action is responsive to the Amendment filed on 9/22/05. 
Claims 2-6, 8-25 and 27-31 are currently pending in this application. Claims 
1 3-25 and 27-30 are non-elected claims; they are therefore withdrawn from 
consideration. Claims 1, 7 and 26 are canceled. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371(c) of this title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1 999 (AIPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed 
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before November 29, 2000. Therefore, the prior art date of the reference is 
determined under 35 U.S.C. 1 02(e) prior to the amendment by the AIPA (pre- 
AIPA 35 U.S.C. 102(e)). 

3. Claims 3, 6, 8, 9 and 1 2 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Calvert (6,526,275), previously-cited. 

-Regarding to claim 3, see figures 1 and 2 and col. 4, line 1 to col. 1 1 , 
line 33, Calvert discloses a system (see figure 1) comprising: 

advertisement delivery apparatus (1 04, 1 07, 1 09) including 
advertisement information storage means (109) for storing advertisement 
information to be delivered to a mobile communication instrument (1 01 ) at a 
location designated by a sponsor (21 3) of the advertisement information (see 
col. 5, line 5 to col. 10, line 50); 

a mobile communication instrument (101) (see figure 2, and col. 6, line 5 
to col. 8, line 5) for detecting current position and transmitting the detected 
current position to the advertisement delivery apparatus, for receiving said 
advertisement information and for outputting on a display screen (209) an 
advertisement based on the received advertisement information and input 
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buttons, which is inherently included in "keypad" or "keyboard" and is invoked 
by a user (see col. 6, line 64 to col. 7, line 30); and 

wherein said advertisement information delivery apparatus retrieves, 
from said advertisement information storage means, advertisement 
information relating to the designated location, responsive to the detected 
current position agreeing with or being proximate to the designated location, 
and delivers the retrieved advertisement information to said mobile 
communication instrument (see col. 5, line 5 to col. 10, line 50); and 

wherein said advertisement information storage means stores location 
position information and said advertisement information storage means can 
retrieve, responsive to receipt of a signal from the input buttons indicating a 
request of the user, a path "direction" from a current position to an 
advertisement location (see (305) of figure 3, col. 6, line 66 to col. 7, line 30 
and col. 9, lines 35-52) and wherein said mobile communication instrument 
displays said retrieved path on the display screen. 

-Regarding claim 6, Calvert discloses that the advertisement information 
stored in said advertisement information storage means includes image data 
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picturing an advertisement including at least one of trade name, business 
content, brand name and guide map (see col. 9, lines 46-52), and said mobile 
communication instrument includes a display screen (209) for displaying the 
pictured advertisement based on said image data (see figure 2, and cot. 10, 
lines 33-50). 

-Regarding claims 8 and 9, Calvert discloses that comprising delivery 
condition storage means included in (109) for storing at least one delivery 
condition for the advertisement information, whereby said advertisement 
information delivery means determines delivery to said mobile communication 
instrument according to said delivery condition wherein said delivery condition 
is at least one of presentation calendar period, presentation time of day, age 
group, and gender(s) (see col. 1 5, lines 45-67). 

-Regarding claim 12, Calvert discloses that said mobile communication 
instrument is a mobile telephone (see col. 4, lines 34-36), and said mobile 
telephone is provided with current position detecting means (219, 221) for 
detecting its own current position (see figure 2). 
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Claim Rejections - 35 (JSC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

5. Claims 1 0 and 1 1 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Calvert. 

-Regarding claims 1 0 and 1 1 , that said mobile communication 
instrument is a device (221 , 21 5, 203), said device comprising a navigation 
(221), a transmitter (21 5) for transmitting current position information to said 
advertisement information delivery means, and a receiver (203) for receiving 
the advertisement information (see figure 2). Calvert does not disclose that 
said a device (221 , 215) carried by a vehicle. However, since said device (221 , 
21 5) can be incorporated within a mobile, portable phone "cellular phone" (see 
col. 4, line 35), it would have been obvious for one skilled in the art that said 
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Calvert device (221 , 215) being incorporated within a mobile, portable phone 
"cellular phone" could be carried on a vehicle, without affecting the overall 
system performance. Further regarding to claim 1 1 , since being incorporated 
within a mobile, portable phone "cellular phone", said device (221 , 215) 
inherently transmits current position information to and receives 
advertisement information from advertisement information delivery means 
through said mobile, portable phone "cellular phone". 

6. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Calvert in view of Owensby (6,647,257), previously cited. 

-Regarding claims 4 and 5, Calvert does not disclose that said 
advertisement information delivery apparatus further includes delivery data 
storage means for storing number of deliveries of advertisement information 
to mobile communication instruments or for storing number of times mobile 
communication instruments are to be a delivery target of advertisement 
information, each time advertisement information is delivered thereto. 

Owensby teaches storing/recording information (Historical Response 
data) about history of deliveries of advertisement information to mobile 
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communication instruments or the like for permitting messages, commercial 
information and advertisements to be targeted to as broad or narrow arrange 
of subscribers as desired by the sponsor of the message (see col. 5, lines 35- 
45). 

Therefore, it would have been obvious for a person skilled in the art, 
when building or carrying out Calvert invention, within his skills and upon his 
design preference or system requirement, to implement storage means 
included in said advertisement information delivery apparatus (109) (see figure 
1 ) for storing such as number of deliveries of advertisement information to 
mobile communication instruments or for storing number of times mobile 
communication instruments are to be a delivery target of advertisement 
information, each time advertisement information is delivered thereto, as 
history of deliveries of advertisement information, as taught by Owensby, so 
that said advertisement information delivery apparatus would permit 
messages, commercial information and advertisements to be targeted to as 
broad or narrow arrange of subscribers as desired by the sponsor (1 20) of the 
message. 
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7. Claims 2 and 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Calvert in view of New Riverside University Dictionary, newly- 
cited. 

-Regarding claims 2 and 31 , see figures 1 and 2 and col. 4, line 1 to col. 
11, line 33, Calvert discloses a method (see figure 1 ) comprising: 

step (1 09, 1 20) of designating, by a sponsor (1 20) of the advertisement 
information, a location at which the advertising information is to be delivered 
to a mobile communication instrument (101); 

step (1 09) of storing in memory the advertisement information to be 
presented at the designated location; 

step (1 01 ) of transmitting information for the current position of the 
mobile communication instrument from the mobile communication instrument 
to an advertisement information delivery apparatus (1404, 107, 109) remote 
from the mobile communication instrument and including the memory (109); 
and 

step of (104, 107, 109) retrieving advertisement information relating to 
the current position from the memory based on the current position 
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information received from the mobile communication instrument, and 
delivering the retrieved advertisement information to the mobile 
communication instrument. 

Calvert does not disclose step of calculating advertisement delivery 
charges for the delivery based on delivery prices relating to at least one of 
advertisement content delivered and an advertisement condition, and 
charging, or liquidating by payment, the calculated advertisement delivery 
charges to the sponsor. 

However, in Calvert, the sponsor has to pay the context engine server 
(1 1 5) or a system operator of the context engine server for charges for the 
delivery based on delivery prices relating to at least one of advertisement 
content delivered and an advertisement condition (e.g., based on presentation 
calendar period (yearly) prices) (see figure 1 , col. 3, lines 61 -67, col. 9, lines 
35-67). 

A process of invoicing and billing a payee, in which all costs that the 
payee has to pay are accounted or calculated so that an itemized list of service 
rendered, with an account of all costs is made to bill the payee, is well-known 
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in the art. For instance, New Riverside University Dictionary teaches such a 
process as being illustrated via a definition of term "invoice", listed on page 
642, as an itemized list of services rendered, with an account of all costs for 
billing, or as an action to make an invoice for billing. 

It would have been obvious for a person skilled in the art to implement 
Calvert context engine server (1 1 5) or the system operator of context engine 
server with a process invoicing and billing, as taught by New Riverside 
University Dictionary, in such a way that the context engine server (1 1 5) or the 
system operator of context engine server would carry out calculating 
advertisement delivery charges for the delivery based on delivery prices 
relating to at least one of advertisement content delivered and an 
advertisement condition (e.g., based on presentation calendar period (yearly) 
prices) so that an itemized list of said advertisement delivery services 
rendered, with an account of all costs is made, and would carry out calculating 
charging the calculated advertisement delivery charges by billing the invoice to 
the sponsor, so that the sponsor would know how much the charges he has to 
pay. 
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Response to Arguments 
8. Applicant's arguments filed on 9/22/05 have been fully considered but 
they are not persuasive. 

-Regarding claim 3, the applicant argues that the "direction" from a 
current position to an advertisement location, being described in Calvert is not 
equivalent with the term "path" recited in the claim. The examiner respectfully 
disagrees. In order to clarify that term "direction" can be considered is 
equivalent with term "path", the examiner now cites New Riverside University 
Dictionary, page 381 , defining term "direction" as "a line leading to a place or 
point". Based on this definition, the "direction" from a current position to an 
advertisement location, being described in Calvert can be interpreted as a line 
or path from a current position to an advertisement location. 

-Further, regarding claims 2 and 3, the claims after being amended are 
deemed not patentable with reasons in the corresponding rejections set forth 
above in this Office Action. 
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Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL See 
MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .1 36(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

1 0. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Sanh D. Phu whose telephone number 
is (571 )272-7857. The examiner can normally be reached on 8:00-1 6:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Quochien Vuong can be reached on (571)272-7902. 
The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-21 7- 
9197 (toll-free). 


Sanh D. Phu 


Examiner 
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